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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 . Claims 12-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
DeBoer et al. (US 6,044,762). 

Regarding claim 12, DeBoer et al. disclose "a printing apparatus comprising 

a. an inking means for inking a lithographic printing master (column 3, 
lines 50-51 and column 8, lines 37-46", 

b. a means for applying fountain solution (column 8, lines 32-36) to at 
least one of 

i. a lithographic precursor and 

ii. a lithographic printing master, 

c. a deposition means capable of imagewise depositing coalescing agent 
on a lithographic precursor (column 7, lines 50-53)." 

Regarding claim 13, DeBoer et al. further disclose "further comprising, 

a. a coating means capable of coating imageable medium onto a 
lithographic base (column 5, lines 43-46) and 

b. a curing means capable of curing imageable medium that has been 
coated onto a lithographic base (column 5, lines 45-47)." 
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Examiner refers applicant to lines 1-5 on page 13 of applicant's specification, which 
defines curing as drying. 

Regarding claim 14, DeBoer et al. disclose "an apparatus for making a 
lithographic printing master, the apparatus comprising 

a. a coating means capable of coating an imageable medium onto a 
lithographic base (column 5, lines 43-46), 

b. a curing means capable of curing the imageable medium that has been 
coated onto the lithographic base, thereby to form a lithographic precursor 
(column 5, lines 45-47), and 

c. a deposition means capable of imagewise depositing coalescing agent 
on a lithographic precursor to form an imaged precursor (column 7, lines 
50-53)." 

Examiner refers applicant to lines 1-5 on page 13 of applicant's specification, which 
defines curing as drying. 

Regarding claim 15, DeBoer et al. further disclose "further comprising a means 
capable of treating the imaged precursor with a developer (column 8, lines 32-36)." 

Regarding claim 16, DeBoer et al. further disclose "wherein the developer is one 

of 

a. fountain solution (column 8 lines 32-36) and 

b. a liquid comprising tap water." 



Application/Control Number: 10/772,332 
Art Unit: 2854 



Page 4 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

DeBoer et al. (US 6,044,762) in view of Takahashi et al. (US 5,569,573), Kawamura et 

al. (US 6,566,029) and Yanaka et al. (US 6,596,455). 

Regarding claim 1, DeBoer et al. teach "a method for making a lithographic 

printing master, the method comprising the steps of: 

a. providing a printing precursor comprising on a lithographic base an imageable 
coating (column 3, lines 37-41) 

b. imagewise converting the imageable coating with a liquid coalescing agent 
(column 3 lines 37-41) and 

c. removing the areas of the imageable coating that have not been imagewise 
converted using a developer (column 4, lines 2-3)." 

DeBoer et al. fail to teach that "the imageable coating compris[es] hydrophobic 
polymer particles." However, Takahashi et al. teach the use of microcapsules to 
increase printing durability and print clarity (column 21 , lines 60-63). Kawamura et al. 
teach that encapsulating a reactive component of an image recording layer limits 
premature reactions, decreasing the occurrence of stains and improving the on-press 



Application/Control Number: 10/772,332 Page 5 

Art Unit: 2854 

developability (column 12, lines 19-34). Further, Yanaka et al. teach the use of 
microcapsules in order to isolate a thermally reactive compound from a co-reactant in 
order to improve on-press developability and to improve both storage stability and 
printing durability (column 9, lines 5-11). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of the invention to encapsulate at least portions of 
the imageable coating of DeBoer et al. in order to decrease scumming and/or improve 
print clarity and/or increase printing durability and/or decrease stains and/or improve the 
on-press developability and/or improve the storage stability as taught by Takahashi et 
al., Kawamura et al., and Yanaka et al. 

Regarding claim 2, if the imageable medium of DeBoer et al. contains particles 
(microcapsules) as described above, the coating of the particles serve as a coalescence 
inhibitor. 

Regarding claim 3, DeBoer et al. further teach "wherein the step of providing 
comprises the steps of 

a. coating of a layer of imageable medium onto the lithographic base (column 5, 
lines 43-45) and 

b. curing the layer to form the imageable coating (column 5, lines 45-47)." 
Examiner refers applicant to lines 1-5 on page 13 of applicant's specification, which 
defines curing as drying. 

Regarding claim 4, DeBoer et al. further teach "comprising the further step of 
heating the imagewise converted imageable coating (column 8, lines 25-28)." 
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Regarding claim 5, DeBoer et al. further teach "wherein the method is performed 
on a lithographic press (column 8, line 39 and Abstract)." 

Regarding claim 6, DeBoer et al. further teach "wherein the method is performed 
on a lithographic press (column 8, line 39 and Abstract)." 

Regarding claim 7, DeBoer et al. further teach "wherein the liquid coalescing 
agent comprises at least one of a hydrocarbon, an ether, an ester, a glycol, a carbonyl 
and an alcohol (column 5, line 65- column 6, line 6)." 

Regarding claim 8, DeBoer et al. further teach "wherein the coalescing agent 
additionally comprises at least one of 

a. an indicator dye (column 7, lines 47-49), 

b. a surfactant (column 7, lines 34-35), 

c. a biocide (column 7, line 41) and 

d. a substance capable of modifying the electrical conductivity of the coalescing 
agent (column 7, lines 44-45)." 

Regarding claim 9, DeBoer et al. further teach "wherein the developer is an 
aqueous developer (column 5, lines 21-26 and column 8, lines 33-36)." 

Regarding claim 10, DeBoer et al. further teach "wherein the aqueous developer 
is one of 

a. fountain solution (column 5, lines 21-26 and column 8, lines 33-36). "and 

b. a liquid comprising tap water." 

Regarding claim 11, DeBoer et al. further teach "wherein the developer is 
fountain solution (column 5, lines 21-26 and column 8, lines 33-36)." 
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Response to Arguments 

3. Applicant's arguments filed 07/18/2006 have been fully considered but they are 
not persuasive. 

U.S.C. 102(b) Arguments 

Applicant argues that DeBoer et al. fail to disclose that the deposition means, 
inking means and the fountain solution applying means are combined in the same 
apparatus. However, an apparatus is defined as "a group or combination of 
instruments, machinery, tools, materials, etc., having a particular function or intended 
for a specific use." The 'combination of instruments' disclosed by DeBoer et al. 
constitute an apparatus in a broad interpretation of the word, even though the 
Instruments' may not be physically connected. 

Regardless, applicant fails to claim any sort of physical relationship between all 
of the elements claimed. As such, DeBoer et al. disclose all the limitations of the 
claimed apparatus. 

U.S.C. 103(a) Arguments 

Applicant argues that the liquid applied by DeBoer et al. is not a coalescing 
agent. However, applicant uses glycols and alcohols as coalescence inhibitors, and 
even and defines them as such in claim 7. DeBoer et al. clearly use glycols and 
alcohols in their liquid (column 5 line 65 through column 6, line 6). Therefore, by 
applicant's definition, DeBoer et al. use a 'coalescing agent.' 
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Applicant further argues that the imaging method of DeBoer et al. is different 
from the instantly claimed imaging method. Examiner disagrees. Applicant's invention, 
as claimed in step b of claim 1 , requires imaging by "imagewise converting the 
imageable coating with a liquid coalescing agent." Since the liquid applied by DeBoer et 
al. is indeed a liquid coalescing agent as described in the immediately preceding 
paragraph, and the imaging step of DeBoer et al. results in a conversion of the 
imageable coating in the imaged areas to an image, the modified method of DeBoer et 
al. clearly meets the claim limitation. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D. Zimmerman whose telephone number is 571- 
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272-2749. The examiner can normally be reached on M-R 8:30A - 6:00P, Alternate 
Fridays 8:30A-5:00P. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Nguyen can be reached on 571-272-2258. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Joshua D Zimmerman 

Examiner 
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